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Abstract:

Paper addresses the different methods for protecting intellectual property in modern knowledge-based economies. The
focus of the paper is a comparison between the procedures for applying for patents in Poland and the United States. The
comparison has been made from the perspective of the cost of obtaining and maintaining a patent in Poland, the United
States and some other countries. The comparison has also been made from the perspective of the procedures for apply-
ing for a patent in different countries based on the Patent Cooperation Treaty. The paper also includes a comparison of
the time needed for processing the patent application. Low cost provisional twelve-month patent pending protection
available in the United States is also being discussed. The paper also provides some guidance and recommendations for
conducting a patent search in order to validate the originality of the invention.
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INTRODUCTION

The advancements in communication technology
(internet as well as inexpensive and rapid methods of trans-
portation) converted the world into a global society. The
boundaries between countries are almost invisible and free
trade converted regional economies into one global econo-
my. There are still significant differences between the avail-
ability and the cost of the workforce in different parts of
the world. Manufacturing businesses are gravitating into
areas with lower labor costs. There are many areas in the
world with lower labor costs and sufficient technology
which can produce quality products. The profit margin in
manufacturing has decreased and became less attractive to
countries with high labor costs [20, 21, 22]. The world cen-
ter for car manufacturing used to be Detroit, Michigan.
Then it became Japan. Presently it is Korea. In the future, it
may become India and China. One way to bring manufac-
turing back to countries with high labor costs is by applying
full automation in the manufacturing process. Therefore,
countries and regions of the world with high labor costs
have become knowledge-based economies [2]. Europe and
North America have become knowledge-based economies.
An innovative and creative workforce in those countries is a
driving force creating economic prosperity. Innovativeness
and creativity are highly profitable activities producing in-
tellectual property. Protecting intellectual property is es-
sential in knowledge-based economies in order to generate
profit which is needed to fuel the economy [19, 23, 24, 25,
26].

METHODS AND FORMS OF INTELLECTUAL PROPRIETY

Methods for Protecting Intellectual Property

There are methods for protecting intellectual property.
They are as follows [11]:

— To maintain a company’s secret.
Every employee who has access to a company secret
needs to sign a confidentiality agreement to protect
the secret. The employee would be obligated to pro-
tect the company’s secret even after retirement or
termination of employment. Coca-Cola’s ingredients
have been and are still protected by a company se-
cret for over fifty years. If the company would have
chosen patent protection fifty years ago, the patent
would have expired after twenty years. Therefore,
the ingredients would have been in the public do-
main for the last thirty years.

— Patent, trademark or copyright protection.

Forms of Intellectual Property

One of the roles of governments in modern society is
“to promote the progress of science and useful arts by se-
curing for limited times to authors and inventors the exclu-
sive right to their respective writings and discoveries”.
(Article 1, Section 8, United States constitution) [1, 12]. In-
tellectual property is the legal right to an invention, copy-
right or trademark. Intellectual property like any other
property can be bought, sold or inherited [11].

1. Patent

A patent is a grant of the property right to the inventor

which is issued by a patent or trademark office. New
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patent protection is granted for twenty years from the

date when the application for the patent was filed. The

owner of the patent has the rights to exclude others

from making, using, offering for sale, selling or im-

porting the invention. Patent protection is only in the

country where the patent has been issued. The three
different types of patents are as follows:

— Utility Patent

A utility patent protects the invention of any new or
useful process, machine, article to be manufactured or any
new useful improvement.

— Design Patent

A design patent protects new, original or ornamental
designs to be manufactured.

— Plant Patent

A plant patent protects discoveries of asexually repro-
duced new variety of plants.

2. Trademark

Trademark is defined as a symbol or device which is

being used in the process of trading goods and to indi-

cate the source of goods, for example, the Coca-Cola
symbol.

Trademark protection prevents others from using a con-

fusingly similar symbol, but it does not prevent others

from selling the same goods using a different trademark

[11].

3. Copyright

Copyrights protect original works of authorship. They

give the author exclusive rights to reproduce their copy-

righted work. Copyrights protect any form of expres-

sion. Those form of expression include, but are not lim-

ited to music, dramatic work and other intellectual work

either published or unpublished [11, 14].

This paper focuses on patent protection with an empha-
sis on utility patents. Utility patents can be technical solu-
tions which satisfy the following criteria:

— new inventions (Not part of a technical solution),

— not obvious (For somebody who is familiar with the

current technology),

— suitable for industrial application,

— not published previously in scientific or technical

publications,

— not patented previously.

Scientific discoveries are not patentable. Technical solu-
tions based on scientific discoveries are patentable.

Ownership of the Patent

Ownership of a patent can be granted as follows [11,
14]:

— Author of the invention if the invention was not cre-
ated as a part of the inventor’s employment respon-
sibility.

— Companies where the author is employed if the in-
vention came as a part of employment.

Many employers have very specific regulations related
to ownership of a patent. Most employees of public and
private universities as well as employees of research and
development companies are required to sign an agreement
relinquishing to the company the ownership of the intellec-
tual property which was developed during the time of em-
ployment. In that case, the company as the owner can mar-
ket the patent, but the inventor as the author is entitled to
50% of the profit generated by the patent. The company as
the owner of the patent is responsible for paying all fees
associated with obtaining and maintaining the patent.

PROCEDURE FOR SECURING A PATENT IN USA

The preparation for a patent application requires the
knowledge of patent law as well as scientific and technical
matters which are involved in an invention. Inventors may
prepare their own application, file it at the patent office
and continue the process themselves. However, many in-
ventors chose to employ the services of a licensed patent
attorney or patent agent. Both patent attorneys and patent
agents are permitted to prepare a patent application and
conduct the procedures as a representative of the inventor
[8]. When the registered patent attorney has been appoint-
ed, the patent office does not communicate with the inven-
tor directly, but conducts the correspondence with the pa-
tent attorney or patent agent. The fees charged to the in-
ventor by patent attorneys or patent agents for their pro-
fessional services are not subject to regulation by the pa-
tent office [9]. Officers employed by the patent office are
prohibited by law to apply for patents except by inher-
itance. In the United States, there is a website as a resource
for independent inventors.

The application for a patent needs to include the follow-
ing [11]:

— patent application,

— description of the invention,

— summary of the invention description,

— drawing or sketches, as appropriate,

— filing, application, search and examination fees,

— application submitted to United States Patent Office
requires “claim and oath” signed in front of a govern-
ment official.

Then the patent office is conducting a patent search to

check originality of the invention.

Provisional Patent Protection as a Low-cost Valuable Al-
ternative

Since June 8, 1995, the United States Patent Office has
offered inventors the option of filing a provisional applica-
tion for a patent. This was done to provide low-cost patent
filing. “Claims and oath” are not required for a provisional
application. A provisional application allows the patent
office to establish an early effective filing date for a patent
application. It also allows the term “patent pending” to be
used with the invention. A provisional application can only
be filed for a utility patent. The filing date of the provisional
application is the date on which the written description of
the invention and drawings (if necessary) are received by
the United States Patent Office. The provisional application
needs to include a $260 filing fee and a cover sheet indi-
cating that the application is provisional. Then the applicant
has twelve months to file a non-provisional application. The
filing date of the non-provisional application is retroactive
and matches the filing date for the provisional patent. If a
non-provisional application is not filed within twelve
months, the provisional patent expires. A provisional pa-
tent application is not being checked for merit and can be
filed in any language. A provisional patent application is a
very valuable option for new entrepreneurs and small com-
panies in the incubation stage. A provisional patent pro-
vides them with twelve months protection for a $260 fee.
Companies at the beginning stage of operation can start to
market the product based on the invention. They can also
check the market value of the patent by being able to dis-
close the idea to perspective buyers. If the business venture
based on the invention is demonstrating sufficient growth,
the profit which is generated can be used to apply for a non
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-provisional patent. If the invention does not generate any
profit, the inventor can abandon the idea before investing
more financial resources to pay for a non-provisional pa-
tent [14].

Patent Rules and Regulations in the United States

Citizens of any country can apply for a patent in the
United States. The procedure to apply for a patent in the
United States is as follows:

— To submit the application for a provisional patent.
(This step is optional and provides protection for up
to 12 months at a very low cost. During the 12-month
period, the inventor is under the protection of
“patent pending” status.)

— To submit the application for a nonprovisional pa-
tent.

United States citizens applying for a foreign patent
need one of the following prior to applying for an
international patent:

— To apply for a United States patent.

(This application needs to be done up to 12 months
prior to applying for the foreign patent.)

— To secure written permission from the United States
Patent Office to apply for the foreign patent without
applying for the United State patent.

Within 18 months, the patent office publishes a descrip-
tion of the invention. The fees charged by Patent Office in
the United States are shown in Table 1 and Table 2. The
patent is being issued 2.5 years from the application date
[8, 16, 17, 18]. After the patent application has been sub-
mitted, the author has 12 months to apply for a patent in
other countries (Fig. 1).

Table 1
Fees charged by the patent office in the United States
Filing fee for a patent application $280
Electronic filing of a patent application $280
Filing fee for a provisional application $260
Patent search fee $600
Patent examination fee $720
Patent issuing fee $960
Processing fee (except for a provisional patent) $140
Processing fee for a provisional patent S 50
Source: [15]
Table 2

Fees associated with yearly maintenance of patent protection
in the United States

gotiated between the patent attorney/patent agent and
the client (person/company) applying for the patent.

United
States

12 Months

Patent
Cooperation

Selectiong the countries for
where the protection is being

31 Months sought

European

Patent

=

Great
. .@ @

Fig. 1 Applying for a patent in various countries (from the United
States)
Source: [14].

When applying for patent protection in other countries
from United States (Fig. 1), there are three options. They
are as follows [14]:

— To apply for patent protection in the selected coun-
try following the rules and procedures of that coun-
try.

— To apply for patent protection in the European Pa-

tent Office (EPO).
Based on one application, a patent can be granted in
most European countries. The location of the Europe-
an Patent Office is Munich, Germany. The accepted
languages are English, German and French. The fees
charged by the European Patent Office are shown in
Table 3.

— To apply for patent protection under the Patent Co-

operation Treaty (PCT).
Based on one application a patent can be granted in
most countries which are part of the Patent Coopera-
tion Treaty. The location of the PCT office is Geneva,
Switzerland. The fees charged by the International
Patent Office in Geneva are shown in Table 4.

Table 3
Patent fees charged by the European Patent Office
in Munich, Germany.

Payable at 3.5 years for patent protection $1,600
Payable at 7.5 years for patent protection $3,600
Payable at 11.5 years for patent protection $7,400

Source: [15]

Fees associated with a patent attorney or patent agent
are not being regulated by the United States Patent Office
or any other government or state agency. The fees are ne-

Filing fee 210 Euro
Patent search to check originality 1,635 Euro
of the invention
Fee for protection in one or more European 585 Euro
countries

Source: [4]
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Table 4
International patent fees (International Patent Office
in Geneva, Switzerland)

Transmittal fee S 240
Non-electronic filing fee (filed by paper) S 400
Patent search fee (required even if conducted $2,080
previously)

Transmitting application to International Patent S 240
Office

Examination fee S 600
Handling fee S 206

Source: [4] www.wipo.int/hague/en/fees/sched.htm.
[DOA: 11/30/2017].

Seven Steps in a Preliminary Search of United States Pa-
tents and a Published Patent Application

When the applicant is writing a description of the inven-
tion, there is always a need to conduct a patent search to
identify if any similar solution already exists. If similar solu-
tions already exist, the inventor can either abandon the
idea or explain how the invention is different. The proce-
dure for a patent search is as follows [16, 17]:

1. Brainstorm terms.

2. Find relevant “Cooperative Patent Classification” (CPC).
(www.uspto.gov)

3. Review the CPC definition.

4. Retrieve U.S. patent documents with the CPC that you
selected. (Patents Full-Text and Image) database
(http://patft.uspto.gov)

5. Review relevant patent publications for similarity to
your own invention.

6. Retrieve U.S. published patent applications with the CPC
selected in Step 3 in the “Applications Full-Text and Im-
age” (AppFT). (http://appft.uspto.gov)

7. Find additional U.S. patent publications by searching
PatFT or AppFT databases, European Patent Office’s
espacenet patent database (http://
worldwide.espacenet.com) and the nearest Patent and
Trademark Resource Center (http://www.uspto.gov/
ptrc).

Patent searches conducted by the inventor lead to a
significant saving in patent attorney or patent agent fees.

APPLYING FOR A PATENT IN POLAND

Polish citizens living in Poland must apply for a patent in
Poland before applying for a patent in any other countries.
The cost of patent procedures in Poland is shown in Table 1
[9, 10].

The patent procedure in Poland is as follows [3].

— submit a patent application,

— within 12-18 months, patent office publishes the de-
scription of the invention (for 8 months from the
time that the description was published, anyone may
submit objections),

— from the day the description is published, the patent-
ed invention is legally protected,

— patent is being issued 4-5 years from the application
date,

— after the patent application has been submitted, the
author has 12 months to apply for a patent in other
countries (12-month priority period).

The cost associated with applying and maintaining a

patent in Poland is shown in Table 5 and Table 6 [6].

Table 5
Fees charged by the patent office in Poland
Filing of the patent application 140 Euro
Electronic filing of a patent application 125 Euro
Sending the application to the European Patent 75 Euro
Office
Sending the application to the International Patent 140 Euro
Office
Fees for challenging a patent 250 Euro
Source: [11].
Table 6

Fees associated with the yearly maintenance
of patent protection (in Poland)

First 3 years of protection 120 Euro
5™ year of protection 75 Euro
10" year of protection 165 Euro
15™ year of protection 265 Euro
20" year of protection 390 Euro

Source: [11].

Fees associated with a patent attorney or patent agent
are not regulated by the Polish patent office and the fees
can be negotiated between the patent attorney and the
client.

APPLYING FOR A PATENT IN OTHER COUNTRIES (FROM
POLAND)

Very often patent protection in your own country is not
sufficient. Often there is a need to seek patent protection in
other countries as well. The procedure (Fig. 2) for that
would be as follows [2, 5, 7, 10, 11, 13].

1. Within 12 months from the day of applying for a patent
in Poland, the patent owner can apply for a patent in
other counties following that country’s procedures.

2. If the patent owner wants patent protection in a num-
ber of other countries, it is advisable to apply for a pa-
tent through the following agencies.

— European Patent Office (EPO) in Munich, Germany
One patent application to the EPO can lead to obtain-
ing a patent in all European counties. Fig 3. (The
countries for patent protection need to be selected).

— International Patent Office in Geneva, Switzerland
which is operating under Patent Cooperation Treaty
(PCT).

The country where protection is being sought needs
to be mentioned in the application for the patents
(including the United States).

3. Some countries require a product protected by a patent
to be manufactured in that country for a specified time
(for example, 3 years).
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Fig. 3 Applying for patent in Europe (from Poland)

CONCLUSIONS

Table 7 includes a summary of the costs and timeframe
when applying for patent protection in selected European
and non-European countries.

Preparing and submitting a patent application can be
done by the inventor. The guidelines related to the format
of the patent application as well as the required documen-
tation and procedure are available online. If the inventor is
associated with a business incubator center, the assistance
in completing the patent application may be available free
of charge. Often there are grants available to offset the cost
of the procedure. If the inventor choses to hire a patent
attorney or patent agent, the cost of the procedure can
either double or triple. Patent protection is only valid in the
country issuing the patent. The laws of that country pre-
vent the manufacturing, marketing and selling of a product
affected by the invention. Therefore, the inventors in larger
countries have an advantage over the inventors from small-
er countries. For inventors living in smaller countries, there
is a need to apply for patent protection in some of the larg-
er countries as well. Provisional patent protection which is

available in the United States is a very valuable alternative
for new inventors. The inventor can get patent protection
for twelve months in the form of “patent pending” status.
During that time, they can disclose and market the inven-

Table 7
Cost and timeframe of applying for patent protection

Country Cost Time (before pa-

tent is granted)

United States (Patent $260 Immediately (Up

pending “Provisional”) to 12 months)

United States (Non- $5,000- 2.5 years

provisional) $10,000

Poland $1,250- 4-5 years
$3,600

United Kingdom $8,000- 2.5 years
$9,400

Patent Protection in Eu- $16,000 2.5 years

rope (7 countries)

Additional Non-European $4,000- 2.5 years

Countries $13,500

tion. “Patent pending” status allows the inventor to test
the market or generate a profit to apply for a non-
provisional patent within twelve months. This concept
would be a very valuable alternative in Poland as well.
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